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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E] Responsive to communication(s) filed on 13 August 2003 . 
2a)£3 This action is FINAL 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1-15 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

The receipt is acknowledged of applicants' amendment, filed 08/13/2004. 
Claims 1-15 are pending an included in the prosecution. 

Double Patenting 

1 . Claims 1 -1 5 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-7 of copending 
Application No. 10/022,458. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the present claims and the claims the 
copending applications are potentially conflicted. The claims of both of the applications 
are directed to product comprising adhesive strip and an imaging substrate and method 
of its use to evaluate the efficacy of a cosmetic that affect the texture of the skin as 
wrinkles. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

2. Claims 1-15 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-10 of 
copending Application No. 10/370,855. Although the conflicting claims are not identical, 
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they are not patentably distinct from each other because the present claims and the 
claims the copending applications are potentially conflicted. The claims of both of the 
applications are directed to product comprising cosmetic composition and a test device, 
and method of its use to evaluate the efficacy of an anti-aging agent. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

The office has not received a terminal disclaimer as applicant stated in their 
response, therefore, the rejection is maintained. 

Claim Rejections - 35 USC §112 

3. Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The claim is rejected under 35 U.S.C. 112, second paragraph, 
as being incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01 . The omitted steps are: between step (B) 
after applying the cosmetic product and step (C) placing the adhesive surface of the 
strip against the skin treated with the cosmetic product. It is not defined in the claims or 
in the specification when the adhesive strip is placed? Is it right after the application of 
the cosmetic product and on top of it, or after elapsing of time of action of the cosmetic 
product to evaluate its effect? Clarification is requested. 
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Further, claim 15, recites "fixative device" that does not set out the metes and 
bounds of the claim. Recourse to the specification does not define the expression. 
Clarification is requested. 

Response to Arguments 

4. Applicants' arguments filed 08/1 3/2004 have been fully considered but they are 
not persuasive. Applicants argue that the exact timing in placement of the strip against 
the skin is not crucial because the anti-aging cosmetic treatments require time to 
operate on the skin, weeks not hours or days. Measurement with the strip can occur 
directly after rub-in of the cosmetic product, hours later or even days later. After a 
treatment period of time, such as four weeks, another imprint is taken and can then be 
repeated at any time interval. Applicants also argue that "fixative device" is disclosed in 
paragraph 0027 of the instant specification. 

In response to the above argument, the examiner position is that if the adhesive 
strip is placed on the skin immediately after applying the cosmetic product, then the 
imprints on the adhesive may not be accurate because the skin pores and fine lines will 
be masked or covered by the cosmetic product. Furthermore, the claims are broad 
regarding the cosmetic product, and the term encompasses all products including skin 
patches and masks, and if the adhesive strip is applied directly after applying the 
cosmetic product in the form of patch or mask it will provide misleading results from the 
patch or the mask and not the actual skin configuration. In addition, as applicants state 
in their response, the anti-aging treatments requires some time to operate and taking an 
immediate skin imprint after applying the cosmetic product will not be helpful in the 
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method for evaluating the efficacy of anti-aging cosmetic product. Thus, the examiner 
maintains the position that essential step is omitted and that is giving time for the 
cosmetic product to act on the skin and then remove the product before evaluating the 
efficacy of the product. 

Regarding reciting "fixative device", what is disclosed in paragraph 0027 is 
fixative material and it is disclosed as an adhesive material only, no device is disclosed 
or other fixative material. 

Claim Rejections - 35 USC § 103 

5, Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over GB 
2284154 ('154) in view of US 5,088,502 ('502). 

GB '154 discloses an anti-aging composition and method for testing its effect on 
the skin by measuring the depth of the wrinkles and skin firmness by applying adhesive 
impression mixture uniformly on the test area, then removing it and read it by binocular 
magnifier (abstract; page 3, lines 22-25; page 4, lines 26-34; page 5, lines 1-2). The test 
evaluates the structural components of the micro-contour of the skin to evaluate the 
effect of the cosmetics (page 3, lines 26-30). The impressions are taken on treated skin 
before applying the cosmetic, and frequently after to test the efficacy of the cosmetic 
(page 4, lines 14-18, 35-38; page 5, lines 8-14). The adhesive used comprises an 
adhesive and liquid activator, which reads on fixative (page 3, lines 35-39). The 
package does not impart patentable weight with regard to 103 rejection absent 
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functional relationship between the package and the product, and because the product 
still function equally effectively with or without the package. 

However, GB '1 54 does not teach the structure of the testing device or the type 
of the adhesive. 

The type of the adhesive does not impart patentability to the claims, absent 
evidence to the contrary. 

US '502 discloses a device for sampling the surface of the skin including a 
substrate layer and an optically clear adhesive layer disposed on the substrate and 
covered by removable protective liner. The adhesive follows and conforms to the 
configuration of the surface of the skin under pressure, i.e. pressure sensitive adhesive 
that has sufficient tack to maintain an imprint of the skin (abstract; col.1 , lines 41-48; 
col. 2, lines 6-10). The nature of the skin surface is visualized by contrast against dark 
colored substrate (col. 2, lines 3-34). ). The device provides easy application with 
repeatable results for uniform testing of skin surface (col. 2, lines 34-35). 

Thus, it would have been obvious to one having ordinary skill in the art the time 
the invention was made to provide a method product for evaluating efficacy of anti-aging 
treatment on the skin surface by taking impressions on the treated skin before and 
repeatedly after treatment as disclosed by GB '154, and use adhesive device 
comprising strip and the dark imaging substrate to visualize the obtained texture as 
disclosed by US '502, motivated by the teaching of US '502 that the device provides 
easy application with repeatable results for uniform testing of skin surface, with 
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reasonable expectation of having a method for testing the efficacy of anti-aging agent 
on the skin, wherein said method is easy and repeatable. 

Response to Arguments 
6. Applicant's arguments filed 08/1 3/2004 have been fully considered but they are 
not persuasive. Applicants argue that both of the references are deficient by not 
disclosing or suggesting that after an imprint is achieved, fixation is needed of the 
imprint to review at a future time and in a context outside of a clinical laboratory with 
expensive equipment. These references do not mention this problem nor provide any 
simple solution. For these reasons, the combination of art would not render independent 
claims 1 and 1 5 obvious. Many of the dependent claims are even further removed from 
the references. For instance, dependent claim 12 recites that the test device is placed 
into a carton alongside a cosmetic composition. Nothing of the sort is mentioned in 
either of the e references. There simply is no prima facie case of obviousness. 

In response to the above applicants' argument, the examiner position is that 
claims 1-14 are directed to a system comprising cosmetic and test device and claim 15 
is directed to method to evaluate the efficacy of the system, and the references in 
combination teaches the limitations of the claims. The art recognized taking imprints 
from the skin to evaluate the efficacy of the cosmetic product as disclosed by the GB 
reference, and the secondary reference is relied upon for teaching the adhesive strips 
as a method to get skin imprints. Therefore, the invention as a whole would have been 
prima facie obvious to one of ordinary skill in the art at the time the invention was made. 
In response to applicant's arguments against the references individually, one cannot 
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show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). In 
considering the disclosure of the reference, it is proper to take into account not only the 
specific teachings of the reference but also the inferences which one skilled in the art 
would reasonably be expected to draw therefrom. In re Preda, 401 F.2d 825, 826, 159 
USPQ 342, 344 (CCPA 1968). The rational to modify or to combine the prior art does 
not have to be expressly stated in the prior art; the rational may be expressly or 
impliedly contained in the prior art or it may be reasoned from knowledge generally 
available to one of ordinary skill in the art. The reason or motivation to modify the 
reference may often suggest what the inventor has done, but for a different purpose or 
to solve different problem. It is not necessary that the prior art suggest the combination 
or modification to achieve the same advantage or result discovered by applicant. In re 
Linter, 458 F.2d 1013, 173 USPQ 560 (CCPA 1972). 

In the light of the foregoing discussion, the Examiner's ultimate legal conclusion 
is that the subject matter defined by the claims would have been obvious within the 
meaning of 35 U.S.C. 103 (a). 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over GB '154 
in view of US '502 as applied to claims 1-5, 7-15 above, and further in view of US 
6,270,783 (783). 
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The teachings of GB '154 and US '502 are discussed above, however, the 
references in combination do not teach the claimed types of adhesive. 

US 783 teaches a skin adhesive strip comprising a substrate and an adhesive 
layer with the most preferred adhesive is the acrylic polymer, starches as it provides the 
required tackiness to the skin (abstract; col.4, lines 38-43, 38-39, 57). 

Thus, it would have been obvious to one having ordinary skill in the art at the 
time of the invention to provide the product disclosed by GB 154 and US '502 
combined, and select the acrylic adhesive polymer or starch, motivated by the teaching 
of US 783 that the acrylic adhesive is the most preferred as it provides the required 
tackiness to the skin, with reasonable expectation of having strip comprising an acrylic 
adhesive and substrate that provides the required tackiness to the skin of the user. 

Response to Arguments 
8. Applicant's arguments filed 08/1 3/2004 have been fully considered but they are 
not persuasive. Applicants traverse the above rejection by arguing that US 783 does 
not remedy the basic deficiencies of the primary references with respect to independent 
claim 1 through which it depends. None of the three references disclose the problem of 
allowing consumers to test efficacy of commercial anti-aging cosmetics within the 
context of their own home. The references do not disclose kits or packaged together 
test devices with relevant cosmetic compositions. Neither is there any disclosure of 
fixative devices or imaging cards which allow the adhesively formed skin imprints to be 
preserved for prolonged periods of time. Without preservation, there can be no hope of 
comparison on the progress of anti-aging cosmetic chemistry. The device and fixative 
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must all be done within the context of consumer home use. The references fail to 
suggest the problem and presently claimed solution. 

In response to above applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 1986). US 783 is relied upon for solely teaching the suitability of the acrylic 
adhesive in the skin products. In considering the disclosure of the reference, it is proper 
to take into account not only the specific teachings of the reference but also the 
inferences which one skilled in the art would reasonably be expected to draw therefrom. 
In re Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). The rational to 
modify or to combine the prior art does not have to be expressly stated in the prior art; 
the rational may be expressly or impliedly contained in the prior art or it may be 
reasoned from knowledge generally available to one of ordinary skill in the art. The 
reason or motivation to modify the reference may often suggest what the inventor has 
done, but for a different purpose or to solve different problem. It is not necessary that 
the prior art suggest the combination or modification to achieve the same advantage or 
result discovered by applicant. In re Linter, 458 F.2d 1013, 173 USPQ 560 (CCPA 
1972). 

In the light of the foregoing discussion, the Examiner's ultimate legal conclusion 
is that the subject matter defined by the claims would have been obvious within the 
meaning of 35 U.S.C. 103 (a). 
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9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. FR 2,063,743 discloses a process of diagnosis of skin types by 
applying an adhesive strip to provide accurate impression of the skin surface and 
getting imprints of wrinkles that are easy to see. 

Conclusion 

1 0. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Isis Ghali whose telephone number is (571) 272-0595. 
The examiner can normally be reached on Monday-Thursday, 7:00 to 5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on (571) 272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Isis Ghali 
Examiner 
Art Unit 1615 




